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DETAILED ACTION 
Claim Rejection 35 USC-112 
1 The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

^specification shall conclude with one or „^rW^o«*^****** 

subject matter which the applicant regards as his invention. 

2. Claim 14 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 

the invention. 

3. A broad range or limitation together with a narrow range or limitation that falls within the 
broad range or limitation (in the same claim) is considered indefinite, since the renting claim 
does not clearly set forth the metes and bounds of the patent protection desired. Note the 
explanation given by the Board of Patent Appeals and Interferences in Wu, 10 
USPQ2d 203 1, 2033 (Bd. Pat. App. & Inter. 1989), as to where broad language is followed by 
■■suchas- andthennarrowlanguage. The Board suted tot this can render a claim indefinite by 
raising a question or doubt as to whether the feature introduced by such language is (a) merely 
exemplary of the remainder of the daim, and therefore not required, or (b) a required feature of 
the claim, Note also, for examp.e, the decisions of E* parte SUige.aU, 131 USPQ 74 (Bd. 
App. ,961);&pa« e /fa«,83USPQ38(Bd. App. 1948); mi Ex parte Hasche, 86 USPQ 481 
(Bd. App. 1949). In the present instance, claim 14 recites the broad recitation "a 24,25- 
methv.enecho.es.-5-en-3p.ol compositional ratio of 35 % or less," and the claim also recites "a 
24,25-m«hylenecholes,.5-en-3Ml compositiona. ratio in a proportion of 0. 14 or less with 
respect to desmostero! composition rauo" (this can be translate into a 24,25-methylenecholes,-5- 
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en-3|3-ol compositional ratio of 13 % or less) which is the narrower statement of the 
range/limitation. 

Claim Rejection 35 USC- 102 

1. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
(b)theinvendon^patent^ 

sale in this country, more than one year prior to the date of application for patent in the United States. 

2. Claims 1-2,4-11 and 19-29 are rejected under 35 U.S.C. 102(b) as being clearly 
anticipated by Shinmen et al. and Shimizu et al. 

Shinmen et al. teach a process for production of an unsaturated fatty acid-containing oil 
comprising culturing with aeration a microorganism belonging to the genus Mortierella 
subgenus Mortierella in a liquid medium containing a nitrogen source and collecting the 
unsaturated fatty acid-containing oil from the cultured product. See, particularly, the summary on 
page 1 1 and page 1 5, the left column. The nitrogen source can be a defatted soybean product, 
e.g., soybean meal. See, particularly, page 14, left column, the second paragraph. The 
unsaturated fatty acid-containing oil contains about 18-60 % of arachidonic acid. See, 
particularly, Fig 3 on page 15. Shinmen et al. do not disclose 24,25-methylenecholest-5-en-3b-ol 
compositional ratio or the proportion of 24,25-methylenecholest-5-en-3P-ol compositional ratio 
with respect to desmosterol composition ratio. However, Shimizu et al. teach that an unsaturated 
fatty acid-containing oil obtained from a process similar to the process of Shinmen et al. has a 
24,25-methylenecholest-5-en-3P-ol compositional ratio of 21 % and 24,25-methylenecholest-5- 
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Claim Rejection 35 USC -103 

* *•«„ n nsUSC 103(a) which forms the basis for all 
The following is a quotation of 35 U.S>.u i«n ; 

obviousnessrejectionssetforthinthisOfficeaction: 

• j j„«iisC 103(a) as being unpatentable over 
4 . claims 13-18 and 30-31 are rejected under 35 U.S.C. 10i( ) 

ShinmenetalinviewofbothofShimi^etalandBarclay. 

•«-'---* d, * ,,,,dfc ' — , 

^^^^^^"^^'^ 

introduction on page 11. _ 

• , 94 o 5 . me thYlenecholest-5-en-3p-ol is present 
et al do not teach how much of 24,25-metnyien 
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However, Shimizu et al. teach that unsaturated fatty acid-containing oil obtained from 
culturing microorganism Mortierella.has 24 ) 25-methylenecholest-5-en-3P-ol which has not been 
found in nature, i.e., not found in any natural food such as breast milk and its biological activity 
and toxicity have not been fully evaluated. See, particularly, the abstract on page 481. Barclay 
teach the employment of arachidonic acid containing oil obtained from culturing microorganism 
Mortierella for food product including baby food and animal food. See, particularly, column 7, 
line 48-60. 

Therefore it would have been prima facie obvious to a person of ordinary skill in the art, 
at the time the claimed the invention was made, to modify the unsaturated fatty acid-containing 
oil of Shinmen et al. by removing the biologically unknown compound, i.e., 24,25- 
methylenecholest-5-en-3P-ol and employ the modified oil in food products such as baby food 
and animal food or in nutritive dietary supplement. 

A person of ordinary skill in the art would have been motivated to remove 24,25- 
methylenecholest-5-en-3M from the unsaturated fatty acid-containing oil and employ the 
modified oil in food products such as baby food and animal food or in nutritive dietary 
supplement because the biological activity of 24,25-methylenecholest-5-en-3P-ol is not known 
and it would not be safe to use such oil in baby food. Methods of removing the compound such 
as chromatography separation or modification of fermentation conditions are considered within 
the skill of artisan. Furthermore, employment of unsaturated fatty acid-containing oil in food 
products are known. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shengjun Wang, Ph D. whose telephone number is (703) 308- 
4554. The examiner can normally be reached on Monday-Friday from 8:30 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Minna Moezie, J.D., can be reached on (703) 308-4612. The fax phone number for 
the organization where this application or proceeding is assigned is (703) 308-4556. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 308-1235. 



Shengjun Wang 
AU 1617 



March 18, 2000 



